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DETAILED ACTION 



Claim Rejections - 35 USC §103 

1. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Sakoet aL 4,954,372 in vieyv of Japanese Patent JP 06-116527 A 

2. Claims 1, 10-36 are rejected under 35 U.S.C. 103(a) as being unpatentable over Sako et 
al. 4,954,372 (Sako; cited on IDS filed December 7, 2001) in view of Japanese Patent JP 06- 

1 16527 A (JP *527; cited on IDS filed December 7, 2001). 

Sako teaches a coated hydrophilic metallic material, a method of forming the coated 
material and the composition used in the process of forming the coated material wherein the 
coated material is useful as a heat exchanger and the method of coating includes a step of 
degreasing, pre-treating with a conversion coating, coating with a hydrophilic composition, and 
drying, as recited in claims 14-16, 28-29, 31-32 (col 1, lines 7-14; col 4, lines 17, col 8, lines 63- 
66). Sako teaches that the coating composition includes a first polymer (corresponding to 
component A instantly claimed), a second polymer (corresponding to component B instantly 
claimed) and a crosslinking agent, as recited in claim 1, as recited in claims 1, 10-11, 20-26 and 
35-36 (col 4): 
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20 



25 



(a) a first water-soluble polymer having a chemical 
structure formally obtainable by polymerizing a mixture 
of molecules all containing additiofi-polymerizable car- 
bon-carbon double bonds, wherein at least 40 number 
percent of the molecules in the mixture have a structure 
according to the general formula (I) 



30 \ 

wherein Ri represents H or CH3; Ri and R3 each inde- 
pendently represents H, alkyl having 1 to 4 carbon 
35 atoms, benzyl, or liydroxyalkyl having 2 or 3 carbon 
atoms; 

(b) a second water-soluble polymer having a chemi- 
cal structure formally obtainable by polymerizing a 
mixture of molecules all containing addition-poiymeriz- 

40 able carbon-carbon double bonds, wherein at least 60 
number percent of the molecules in the mixture also 
contain a moiety selected from the group consisting of 
carboxyl groups, carboxylate salts, sulfonic acid group, 
sulfonate salts, phosphorate acid group, phosphonatc 

45 salts, amino groups, salts of amino groups, and quater- 
nary amm onium groups; and 

(c) a water-soluble crosslinking agent which is 
co&oluble with both (a) and (b). 

[see also col 4, line 55 to col 6, line 37] 

Sako teaches that crosslinking agent may include a metal ion, including vanadium, titanium and 
zirconium (col 7, lines 4-32). Sako also teaches the addition of the ingredient recited in claim 12 
(col 8, lines 46-51). Sako teaches compositional ranges that appear to overlap those instantly 



claimed in claims 13, 17-19, 27 and 34 (col 7, lines 50-54; col 8, lines 6-26 and Sako: claim 10). 



Application/Control Number: 09/807,658 Page 4 

Art Unit: 1742 

Sako teaches a thickness for the hydrophilic coating that encompasses the range instantly 
claimed in claims 30 and 33 (col 8, lines 59-60). 

Although Sako teaches the inclusion of a crosslinking agent selected from a list of metals 
including vanadium, titanium and zirconium, Sako fails to meet all the limitations of the instant 
claims in that Sako does not explicitly teach the combination of vanadium with titanium, 
zirconium or silicon. Sako also fails to teach the exact same ranges of composition. 

JP '527 teaches crosslinking agents for hydrophilic polymer compositions, wherein the 
crosslinking agents include vanadium (see abstract), with compounds including silicon (see 
abstract), titanium and zirconium (see paragraph [0013] of English language translation). JP 
'527 teaches that the combination of vanadium with titanium (fluoride), zirconium (fluoride) or 
silicon (silica or fluoride) work together to provide the hydrophilic coating with excellent 
endurance and corrosion resistance (see paragraph [0013] of English language translation). With 
respect to the limitation of being free of alkali silicate, JP '527 does not require the inclusion of 
alkali silicate, but merely recites alkali silicate as an alternative (see e.g. paragraph [001 1]). 

One of ordinary skill in the art at the time that the invention was made would have found 
the selection of vanadium in combination with titanium, zirconium or silicon as the crosslinking 
agents of Sako obvious because one of ordinary skill in the art would have been motivated to 
provide Sako with the desirable properties that result when vanadium is used together with 
titanium (fluoride), zirconium (fluoride) or silicon (silica or fluoride), including excellent 
endurance and corrosion resistance, as taught in JP '527. 

With respect to the compositional ranges, one of ordinary skill in the art at the time the 
invention was made would have considered the invention to have been obvious because the 
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coating compositions taught by the reference overlap that of the instant claims, In re Malagari , 
182 USPQ 549, and MPEP 2144.05. 

With respect to the transitional phrase of claim 35, "consisting essentially of, the phrase 
does not patentably distinguish over the prior art because the claim language remains open to 
elements that do not materially affect the basic and novel characteristics of the claim, MPEP 
21 1 1 .03. In this case, Sako and JP '527 do not require non-claimed elements that materially 
affect the basic and novel characteristics of the claimed composition. 



Response to Arguments 

3. Applicant's arguments filed December 15, 2003 have been fully considered but they are 
not persuasive. Claims 1 and 10-36 remain pending in this application. The rejections made in 
the previous Office Action have been maintained and amended, as appropriate, in view of 
applicant's amendment. 

4. With respect to applicant's argument that there is no motivation to combine references, as 
recited in the previous rejection, one of ordinary skill in the art would have been motivated to 
provide Sako with the desirable properties that result when vanadium is used together with 
titanium (fluoride), zirconium (fluoride) or silicon (silica or fluoride), including excellent 
endurance and corrosion resistance, as taught in JP 4 527, by adding the complexing agent taught 
therein. Therefore, applicant's assertion that there is no motivation to combine is not persuasive. 
Further, the examiner notes that both compositions are hydrophilic polymer containing 
compositions utilized for coating metallic surfaces. In view of the similar composition and use, 
one of ordinary skill in the art would find a reasonable expectation of success in the combination. 
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Therefore, for the reasons set forth in the previous Office Action, the claimed invention is 
obvious. 

5. With respect to the limitation "free of chromium and alkali silicate", the claims are not 
unobvious over the teachings of Sako and JP '527 because Sako and JP '527 do not require Cr. 
JP '527 does not suggest the addition of chromium at all. JP '527 does not require alkali silicate, 
and teaches it as merely and alternative to other silicon compounds taught (see e.g. JP '527 
paragraph [001 1]). Sako does not teach the addition of alkali silicate at all Although Sako 
teaches the use of chromium in some embodiment and in compositions applied prior to the 
application of the coating composition, as pointed out by applicant, with respect to vanadium, 
titanium and zirconium, chromium is one of a list of elements that can be used (see Table 1). 
Although chromium is taught in the embodiments, Sako is not limited to the preferred 
embodiments, but rather is read as a whole, MPEP 2123: 

"The use of patents as references is not limited to what the patentees describe as their own inventions or to the 
problems with which they are concerned. They are part of the literature of the art, relevant for all they contain." In re 
Heck, 699 F.2d 1331, 1332-33, 216 USPQ 1038, 1039 (Fed. Cir. 1983) (quoting In re Lemelson, 397 F.2d 1006, 

1009,158 USPQ 275, 277 (CCPA 1968)). 

A reference may be relied upon for all that it would have reasonably suggested to one having ordinary skill the art, 
including nonpreferred embodiments. Merck & Co. v. Biocraft Laboratories, 874 F.2d 804, 10 USPQ2d 1843 (Fed. 
Cir.), cert, denied, 493 U.S. 975 (1989). 

If Sako is read as a whole, the composition free of chromium is taught, therefore making the 
instant invention obvious. Likewise, with respect to alkali silicate, JP '527 read as a whole, 
includes compositions free of alkali silicate. 
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Conclusion 



6. 



Any inquiry concerning this communication or earlier communications from the 



examiner should be directed to Andrew L Oltmans whose telephone number is 571-272-1248. 
The examiner can normally be reached from 7:00 to 3:30, Monday to Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Roy King can be reached on 571-272-1244. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




Andrew L. Oltmans 
Patent Examiner 
Art Unit 1742 
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